TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and

(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

! Application for patent filed March 16, 1994. According
to appellants, this application is a continuation-in-part of
Application 08/ 032,605, filed March 17, 1993, now abandoned.
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This is a decision on an appeal fromthe final rejection
of clainms 1 through 24 which are all of the clainms in the
appl i cation.

The subject natter on appeal relates to a nedicina
aerosol formul ation which includes a dispersing aid conpound
conprising a chain of diol/diacid condensate units. This
appeal ed subject matter also relates to a nmethod of
stabilizing a suspension aerosol fornulation by incorporating
into the fornul ati on the aforenentioned di spersing aid
compound. This subject matter is adequately illustrated by
I ndependent claim 1 which reads as foll ows:

1. A nedicinal aerosol fornulation, conprising:

(i) a dispersing aid conprising a conpound
conprising a chain of diol/diacid condensate
units;

(ii) a propellant; and

(ii1)a therapeutically effective anmount of a
particul ate drug;

wherein the fornmulation is readily redi spersible and when
redi spersed does not floccul ate, settle, or creamso quickly
as to prevent reproducible dosing of the drug.

The references relied upon by the exam ner as evidence of
obvi ousness are:

Moris (PCT) WO 92/ 00062 Jan. 9, 1992
JP 04198394A (Derwent Abstract) 1992
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Clainms 1 through 24 stand rejected under the second
paragraph of 35 U . S.C. 8§ 112 for failing to particularly point
out and distinctly claimthe subject matter which the
appel l ants regard as their invention.

Clainms 1 through 24 also stand rejected under 35 U. S C
8§ 103 as being unpatentable over Moris and the Japanese
ref erence.

W will not sustain either of these rejections.

Concerning the section 112, second paragraph, rejection,
the exam ner believes that the recitation “so quickly” renders
the appealed clains indefinite. This belief is clearly
erroneous with respect to i ndependent claim 24 since this
cl ai m does not contain the aforenmentioned recitation. The
rejection is also inappropriate with respect to the other
clainms on appeal. As correctly indicated by the appellants in
the brief, the phrase in question would have been reasonably
understood by those with ordinary skill in the art
particularly in light of the disclosure in the paragraph
bri dgi ng pages 9 and 10 of the subject specification. That
is, the claim1 phrase “so quickly” is interpreted with

respect to the prevention of “reproduci ble dosing”, and the
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term “reproduci bl e dosing” is expressly defined at |lines 4
through 7 of specification page 10. Under these
ci rcunstances, we perceive no basis with the examner’s view
that “so quickly” renders appeal ed i ndependent claim1 and the
cl ai ns which depend therefromindefinite.

For the above stated reasons, we cannot sustain the
exam ner’ s section 112, second paragraph, rejection of clains
1 through 24.

Concerning the section 103 rejection, the exam ner argues
“it would be obvious to one of ordinary skill in the art to
substitute the dispersing agent of WD 92/00062 [i.e., Moris]
with the ester of JP 4,169,554 [i.e., the Japanese reference]
and obtain the clainmed aerosol; the notivation to do so being
fromthe disclosure that the ester(s) of JP 4,169, 554 show
excel l ent nmutual solubility/conpatibility with 1,1,1, 2-
tetrafl uoroet hane, which is also the propellant of WO
92/ 00062” (answer, pages 3-4). The appellants are correct,
however, that the solubility referred to in the Japanese
reference plainly woul d not have notivated “one of ordinary
skill in the art to substitute the dispersing agent of WO

92/ 00062 with the ester of JP 4,169,554” as proposed by the
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examner. This is because the applied prior art contains
utterly no teaching or suggestion that such a substitution
woul d serve any useful purpose whatsoever. In this |ast
nmenti oned regard, we appreciate that the exam ner has stated
“[t]he surface active dispersing agent of WO 92/00062 and the
acid ester of JP 4,169,554 are functionally equival ent”
(answer, page 4). This statenment is conpletely w thout
evidentiary support. Certainly, the exam ner points to
nothing in the applied references, and we find nothing

i ndependently, to support the asserted equivalency. It
follows that no basis at all exists for the examner’s
position that an artisan with ordinary skill would have been
notivated to effect the substitution under consideration.

Even if this substitution were made, it appears that the
resul ting formul ati on/ met hod woul d not correspond to the
formul ati on/ met hod defined by the appealed clains. Mre
particularly, we find nerit in the appellants’ argunent that
the acid esters of the Japanese reference do not correspond to
the here clainmed dispersing aid conpound which conprises a
chain of diol/diacid condensate units. On the other hand, the

exam ner has made no reasonably specific rebuttal to this
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argunent in his answer. Thus, even if the applied references
wer e conbi ned as proposed in the rejection, it is unclear to
us and the exam ner has not expl ai ned how the resulting

conmbi nation woul d satisfy the dispersing aid limtations
defined by the clains on appeal.

In light of the foregoing, we al so cannot sustain the
exam ner’s section 103 rejection of clains 1 through 24 as
bei ng unpatentabl e over Moris in view of the Japanese
ref erence.

The decision of the exam ner is reversed.

REVERSED
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